
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 1 3- 1 450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


09/746,921 


12/22/2000 


Kevin J. Thome 


2265-15 


2764 



45488 7590 02/27/2006 

WILLIAMS, MORGAN & AMERSON 
10333 RICHMOND, SUITE 1 100 
HOUSTON, TX 77042 



EXAMINER 



LEITH, PATRICIA A 



ART UNIT 



PAPER NUMBER 



1655 

DATE MAILED: 02/27/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



FTO-90C (Rev. 10/03) 



* i/fffut; rtuifUfi wiiff i# # fcf * jf 


Application No. 

09/746,921 


Applicant(s) 

THORNE ETAL 


Examiner 

Patricia Leith 


Art Unit 

1655 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

• If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 23 November 2005 . 
2a)D This action is FINAL. 2b)C3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) H Claim(s) 1-10.24.28.29 and 32-48 is/are pending in the application. 

4a) Of the above claim(s) 9 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

S)M Claim(s) 1-8. 10.24.28.29 and 32-48 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) CH Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) PaP er No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) d Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) □ Other: . 

U.S. Patent and Trademark Office 

PTOL-326 (Rev. 7-05) Office Action Summary Part of Paper No./Mail Date 021306 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1 .1 14, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1 .1 14. Applicant's submission filed on 
1 1/23/05 has been entered. 

Claims 1-10, 24, 28-29 and 32-48 are pending in the application. 

Claim 9 was previously withdrawn from the merits as it is directed toward a non- 
elected invention. 

Claims 1-8, 10, 24, 28-29 and 32-48 were examined on their merits. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a previous Office Action. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-8, 10, 24, 28-29 and 32-48 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

In the Instant case, claims 1,2,3, 24 and 28 all recite 'wherein said composition 
has a pH less than 5'. This phrase is considered New Matter. Applicant points to 
specific portions of the Instant specification as filed to provide support for this new 
language, however, these parts of the Specification do not verify that Applicant was in 
possession of the scope of 'a pH less than 5' at the time the Invention was made. 
Although certain embodiments display pH's less than 5, there is no disclosure, and 
hence, no contemplation of a pH which is less than 5 which encompasses pH's well 
below 5 such as pH 2 and pH 1 . Applicant is asked to specifically point out where in the 
Specification such information can be found or alternatively, delete the New Matter in 
order to overcome this rejection. 



Application/Control Number: 

09/746,921 

Art Unit: 1655 



Page 4 



Claim Rejections - 35 USC § 103 

Claims 1, 3-5, 8, 10, 24-27, 32-48 remain rejected under 35 U.S.C. 103(a) as 
being unpatentable over Ohura et al (1999) in view of Chen et al. (US 5,707,962). 

Claims 1-8, 10 and 28-29 remain rejected and claims under 35 U.S.C. 103(a) as 
being unpatentable over Kwan et al. (US 6,187,047 B1 ) in view of Constantz (US 
5,047,031 ) for the reasons of record. 

Applicant's only argument pertaining to these rejections is that the prior art did 
not specifically teach a pH of less than 5. However, as keenly pointed out in previous 
Office Actions, Constanz clearly taught that the composition comprising acidic calcium 
phosphates such as brushite would have had a pH of about 5-8. It is deemed that 
'about 5-8' encompasses pH's slightly below 5, thereby rendering obvious 'less than 5'. 

With regard to the rejection over Ohura et al. in view of Chen et al., one of 
ordinary skill in the art would have been motivated to buffer the MCMP composition to a 
pH below 5 (which includes just slightly below pH 5) in order to preserve the MCMP for 
storage. It was clear that MCMP was an acidic composition, and the ordinary artisan 
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would have recognized that storage at a pH below 5 would have upheld the structural 
integrity of the composition. 

From the teachings of the references, it is apparent that one of ordinary skill in 
the art would have had a reasonable expectation of success in producing the claimed 
invention. Therefore, the invention as a whole was prima facie obvious to one of 
ordinary skill in the art at the time the invention was made, as evidenced by the 
references, especially in the absence of evidence to the contrary. 

No Claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patricia Leith whose telephone number is (571) 272- 
0968. The examiner can normally be reached on Monday - Thursday 8:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terry McKelvey can be reached on (571) 272-0775. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Patricia Leith 
Primary Examiner 
Art Unit 1655 
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